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Sirs, 



We respectfully request that your records be checked regarding a $660 that was charged 
to our deposit account on January 11, 2007 for extra claims and a partial deduction for a 1-month 
extension of time. You will note from the attached Amendment dated 1/3/2007, that no 
additional claims or independent claims were added. Originally there were 45 total claims with 4 
independent; and currently there are 40 total claims with 4 independent claims. 

For the foregoing reasons, it is respectfully requested that $660 be refunded by crediting 
our deposit account No. 50-1 147, if this is not a correct charge. Acknowledgement of receipt and 
approval of this request are respectfully requested. 

Respectfully submitted, 




David G. Posz 
Reg. No. 37,701 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Applicant: LEE 


Atty. JuKt.: ii J /uo.i juuui 


Serial No.: 10/725,531 


Art Unit: 2162 


Filed: 12/3/2003 


Examiner: Jean M. CORRIELUS 


Title: COMPUTER-IMPLEMENTED 
METHOD AND SYSTEM FOR 
MANAGING ATTRIBUTES OF 
INTELLECTUAL PROPERTY 
DOCUMENTS, OPTIONALLY 
INCLUDING ORGANIZATION THEREOF 





Mail Stop Amendment 

Commissioner for Patents 
P.O.Box 1450 
Alexandria, V A 223 1 3-1430 



Date: 3 January 2007 



CERTIFICATE OP FACSIMILE TRANSMISSION 



wnsroiacd to ft, UsPTO (Fw. No. $7l-i73 -830<» o>. 3 lamwy MOT 




frMBMBMEM itnuf.R 37 CFR LULL 

It is noted that the United States Patent and Trademark Office vm officially closed on 2 
January 2007. Accordingly, no extension fee is due. 

in response to the office action mailed 2 October 2006, please amend the application as 
follows: 

Amendments to the Claims are reflected in the listing of claims that begins on page 2 of 
this paper. 

Remarks begin on page 15 of this paper. 
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LISTING OF CLAIMS: 

1 . (Currently amended) A method for managing a plurality of attributes in 
association with a plurality of electronic documents and a plurality of attribute type?, 
implemented by a computer system, where an attribute type can have a plurality of 
attributes, the attributes q n fl the attribu t e tvnes are ordered in a tree-structure hierarchy, ft 
d ocument can be assigned a plurality of attribute typ es at a same and/or different level in 
the hierarchy , a document can he assigned a plurality of attributes for one attribute type, 
the documents are stored in a first data st orage, the attributes are stored in a second data 
storage, and the first data storage and the se cond data storage are logically separate and 
different, said method comprising the at least one of sequential, non-sequential and 
sequence-independent steps in the computer system of: 

(A) providing a croup of a plurality of doc uments including at least one 
document: 

(B1 p roviding at least one attribute type, having a plurality of attributes 
includi ncselectine a plurality of attributes nt leant ono attributetp ha associated with the at 
least one document : and 

(B) p roviding Qt - leaot on e document; 

(C) assewetwg fer each of the elected attribu tes, automatically tagging, in the, 
first data storage the, documen t* in, fte frrnup including the at least one document, with 
tlia at lca:t ont mach selected attribute , and determining at loast one rofo r en ee 

luuop Bftdwg »" the at toast WW Hnmment and with all attributes of all ancestors in the 
hierarchy of ear.h selected attribute ffl) associating at least one oth er documont with th e 
at leaot one attribute and dctormiiung at leapt one other rcfcTcnoo corresponding to the at 
least ono other documon t; and (B) ^nrinp, in the second data storage, respective 

2 
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references tho At l e ast orvo roforonce and the at least one other refer e nc e-in association 
with tho at lean t ono e ach selected attribute and the ancestor attributes, for later retrieval 
of tho at least orn* teeweafraftd the at least-one ftttw dnoum e ntindividual documents in 
the group, the respective references un iquely indicating respective individual document? 
in the first data storage. 

wherein a document is a da ta record including a plurality of fields. 

wherein the attribute and the attribute type can be dif ferent from the fields in the 
document and conte nts of the fields. 

2. (Currently amended) The method of claim 1 , further pompiiuii^ d utui miniiifi ot 
l<y**^wherein providing the group of d ocuments includes selecting the document^ 
included in the group of documents responsive to a user ^ie group including the at l e ast 
ono dooumont and th e at - leaot on e oth e r docum e n t. 

3 . (Currently amended) The method of claim 2, further comprising the step of 
organizing the group of documents, wherein the documents are sorted for visual 
presentation ergamzed by at least ono of; at least one field therein, whereiq &g at lea^t 
one field is different from the attribute and attribute type and at loaot one attribute and n t 
least ono attr i bute previously a ssociated therewith.. 

4. (Original) The method of claim 2, wherein the group of documents omits a lapsed 
document. 

5. (Currently amended) the method of claim 2, further comprising the step of 
assigning the at least one of the documents d ooument to at least one other group. 

6. (Original) The method of claim l 9 wherein the at least one document is at least one 
of: XML format, binary format, image data, audio data, an interpretive file, and video 
data, 
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7. (Currently amended) The method of claim 1 , further comprising searching the 
second data storage for tea* nno dooumont documents based on criteria including at 
least one of the at least ono attributc attflbutcs and the at leas t on e s corresponding 
attribute typc a ™a ysjag the respective references in the second data storage to locate the 
docu ments in the firs t data storage. 

8. (Currently amended) The method of claim 7, further comprising aeeessmg 
retrieving t he at ^ nfTt ™ rt rfnfinmpi ttlocated docume nts from the firpt data storage -from 
tlic at Ifcart one ottiibutc and the at least one roferenee stored in asooeiation 
thoffiwithrmed on the respective references . 

9. (Currently amended) The method of claim 8, further comprising displaying 
information characterizing the afrlcast one docum e n^jcumet^ts ,. 

10. (Currently amended) The method of claim 1, wherein tfete-at least one olthe 
attributes attrifarte-is associated with at least one user, the at least one document being 
accessible by a plurality of users including the at least one user, tether comprising 
limiting access to the at least one attribute to the at least one user associated therewith. 

1 1 . (Currently amended) The method of claim i, wherein the .atloa a t one attribute 
aJ^il^eiftiTther can includetf ^des at least one of: a reference to a URL, a reference to 
an other file, and user-provided text. J 

12. (Currently amended) The method of claim I , wherein the at to one docum e n t 
and the at tcaat ono other document arc reproocntativo of at leapt ono ofdoc\irncnts 
include : an invention disclosure document, a patent document, a trademark document, a 
copyright document, a product description document, a contract document, a license 
document, a sui generis protection document, a design registration document, a trade 
secret document, and an opinion document. 
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1 3 . (Currently Amended) The method of claim 1 , further comprising preliminarily 
determining, for the ot loose ono attribute tve etvpes. the plurality of attributes including 
th e ot lea s t on e attribute , 

14. (Canceled) 

1 5. (Currently amended) The method of claim 1 , wherein the at least one attribute 
^attributes are selected from a plurality of attribute types representative of at least one of: 
a product and a service. ; 

16. (Original) The method of claim 15, wherein the plurality of attribute types further 
includes at least one of: an actor, a user entity, a current owner, and a project. 

17. (Canceled) 

18. (Currently amended) The method of claim 1 , further comprising the step of 
exporting the tree structure hierarchy including the at least ono Qttribuleattrifrutes and the 
plurality - ef -attribute types. 

19. (Currently amended) The method of claim 1 , further comprising utilizing the at 

one attribut e a ttributes a s criteria for at least one of searching, retrieving, reporting, 
and viewing the at least one document. 

20. (Currently amended) The method of claim 19, wherein the at toast ono attribute 
^- attributes can be u tilized in combination wit h at least one of : (i) the at least one of the 
attribute typetypes. (ii) at least one sub-type of the at least one attribute type, (iii) a 
content of at least one field in the at least one document; (iv) a type of at least one field in 
the at least one document; and (vi) information derived from the at least one field in the 
at least one document. 
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2 J . (Currently amended) The method of claim I , wherein the a t least one reference 
corr e sDondfl resnective references correspond to the serial fttare ^numbers o f the ot least 
one doeumen t respective documents . 

22. (Currently amended) A method for managing a plurality of attributes in 
association with a plurality of electronic documents and a plurality of attribute types, 
implemented by a computer system, where an attribute type can have a plurality of 
attributes, the attributes and the attribute types are ordered in a tree-structure hierarchy, a 
document can be assigned a plurality of attribute types at a same and/or different level in 

i 

the hierarchy, a document can be assigned a plurality of attributes for one attribute type, 
the documents are stored in a first data storage, the attributes are stored in a second data 
storage, ad the first data storage and the second data storage are logically separate and 
different said method comprising the at least one of sequential, non-sequential and 
sequence-independent steps in the computer system of: 

(A) providing a g roup of a plurality of documents including at least one 
flqeyment; 

fBV providing ot leoot one attribute typo, having a plurality of attributco 
including at leant on e attribute selectum a plurality of attributes to he associated with the 
at least one docximent : 

(B) providing at leoot on e document! 

(C) ossociating - for each of the selected attributes, automatically tagging, in the 
first data storage, the documents in the proup including t he at least one document with 
t k o - atl e ast on o each selected attribute and with all attributes of all ancestors in the 
hierarchy of each selected attribute: and ^ - and d e termining at l e apt one rcforono e 
corresponding to tho at least one document; (D) associating ot leaat one oth e r 

6 
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dooum e nt with the at least ono attribute and determining al least on e other roforenoe 

corresponding to tho at least on e other document; ond (E) storin g in the second 

data storage, respective references the at least one rcforonoc and tho at loaot on e other 
referenc e in association with tho atl e ast on oe ach selected attribute and the ancestor 
attributes , for later retrieval of at least one of tho at leoot ono document and the at least 
one other dooumen t individual documents in the group, the res p ective references uniquely 
indicating respective individual documents in the first data storage : and 

(F){2! wherein the at least one document and the at least one other document are 
representative of at least one of: an invention disclosure document, a patent document, a 
trademark document, a copyright document, a product description document, a contract 
document, a license document, a sui generis protection document, a design registration 
document, a trade secret document, and an opinion document^ 

wherein a document is a data record including fi plurality of fields, 

wherein the attribute and the attribute type can be different from the fields in the 

document and contents of the fields . 

23. (Currently amended) The method of claim 22 , farther comprising determining at 
kfts^Qtt ^wherein providing the gro up of documents includes selecting the documents 
i ncluded in the g roup of documents responsive to a use r, the group including the at least 
one documentt wherein tho group of documents omito a lapsed document . 

24. (Currently amended) The method of claim 22, further comprising searching the 
second data storage for tho at loaot one document documents based on criteria including at 
least one of the at leant one attribut e attributes and tho at l e ast ono a corresponding 
attribute tvpe » and using the respective references in the s econd data storage to locate the 
documents in the first data storage. 

7 
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25. (Currently amended) The method of claim 22, wherein the at least ono attribute 
te -attributcs are selected from a plurality of attribute types representative of at least one 
of: a product and a service. 

26. (Canceled) 

27. (Currently amended) The method of claim 22, further comprising utilizing the at 
least ono attributo attributes as criteria for at Jeast one of searching, retrieving, reporting, 
and viewing the at least one document. 

28. (Currently amended) The method of claim 27, wherein the at l e ast one - attribute 
^ -attributes can be u tilized in combination with at least one of : (i) the at least on e 
attribute type tvpes , (ij) at least one sub-type of the at least one attribute type, (iii) a 
content of at least one field in the at least one document; (iv) a type of at least one field in 
the at least one document; and (vi) information derived from the at least one field in the 
at least one document. 

29. (Currently amended) The method of claim 22, wherein the at loaot ono -g ofc f ono e 
correspond s respective references correspond to the serial aufftfeef -nurnbeTs of the a*4east 
on e dooum e n t respective documents . 

30. (Currently amended) A computer program product, for use in managing a 
plurality of attributes in association with a plurality of electronic documents and a 
plurality of attribute types, stored in connection with at least one computer system, 
wherein an attribute type can have a plurality of attributes, the attributes and the attribute 
types are ordered in a tree-structure hierarchy, a document can be assigned a plurality of 
attribute types at a same and/or different level in the hierarchy, a d ocument can be 
assigned a plurality of attributes for one attribute type, the documents are stored in a first 
data storage, the attributes are stored in a second data st orage, and the first data storage 

8 
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and the second data storage are logi cally separate and different said computer program 
product comprising: 

(A) at least one computer readable medium, readable by the at least one 
computer system; 

£EL instructions, provided on the at least one computer readable medium, for 

providing a group of a plurality of documents i ncluding at least one document: 

(B) £Qi instructions, provided on the at least one computer readable medium, for 
providing at least ono attribut e - tjpo r havinfi q plurality of attributes including at least on e 
ftttritoesclecting a plurality of a ttributes to be associated with the at least one document : 
and 

instructions^ provided on the at least ono computer readable medium^ for 

providing at i oojt one documen t 

(D) instructions, provided on the at least one computer readable medium, fer 
each of the selected attributes, for aut omatically tagging, in the first data storage, the 
documents in the group including for asflooiatinp the at least one document* with the-at 
loaSHfflO e ach selected a ttribute . and determining at lonrrt one rofftmnnfi ftoimr:pntirKTi{> tn 
the a t l east-one - documen ta ry with all attributes of all ancestors in the hierarchy of each 
selected attribute : (FA inctruotiong f prov i d e d nn thn nt lr»nr . t iW nrnnpiif™ rnnHnK U 
modiunij - for oooociating at least one other dooum e nt with th e at l east ono attribute and 
determining at loaot ono other reference corresponding to the at least ono other document; 
and (F - ) instructions, provid e d on tho at least one computer readabl e m e dium^ for s toring* 
in the second data storage, respective references tho at leant ono reference and th e at 
one othor roforenofr in association with th e at leant one each selected attribute and the 
ancestor attributes , for later retrieval of at loaot one of the at least on e docum e nt and tho 

9 
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a* L e ast ono other dooumon t indtvidua] documents in the group, the respective references 
uniquely indicating respective individ ual documents in the first data storage: 

(G)£6) wherein the at least one document and the at least one other document axe 
representative of at least one of: an invention disclosure document, a patent document, a 
trademark document, a copyright document, a product description document a contract 
document, a license document, a sui generis protection document, a design registration 
document, a trade secret document, and an opinion document* 

wherein a document is a data record including a plurality of fields* 

wherein the attribute and th e attribute type can be different from the fields in the 

document and contents of the fields . 

31. (Currently amended) The computer program product of claim 30, fcwthe* 
comprising inotructiono, provided on th e at least on e computer readable modium, for 
determining at least ono - wherein providing the group of documents includes selecting the 
documents included in the g roup of documents responsive to a user, th e group including 
th e at loast ono document, w herein the group of documents omits a lapsed document. 

32. (Currently amended) The computer program product of claim 30, further 
comprising instructions, provided on the at least one computer readable medium, for 
searching 

the second data storage for th e at l e ast on a dooumon t documents based on criteria 
including at least one of the at leapt ono attributo attributes and tho at least one & 
corresponding attribute type , using the respective references in the second data storage to 
locate the documents in the first data storage . 

10 
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33. (Currently amended) The computer program product of claim 30, wherein the at 
least one attribute is attributes ay? selected from a plurality of attribute types 
representative of at least one of: a product and a service. 

34. (Canceled) 

35. (Currently amended) The computer program product of claim 30, further 
comprising instructions, provided on the at least one computer readable medium, for 
utilizing the a t - tefls^n e Qttributo ^trjfei^ as criteria for at least one of searching, 
retrieving, reporting, and viewing the at least one document 

36. (Currently amended) The computer program product of claim 35, wherein the at 
least ono attribute i s attributes can bq utilized in combination wit h at least one of : (i) the at 
least one stthe_attribute typ etypes, (ii) at least one sub-type of the at least one attribute 
type, (iii) a content of at least one field in the at least one document; (iv) a type of at least 
one field in the at least one document; and (vi) information derived from the at least one 
field in the at least one document. 

37. (Currently amended) The computet program product of claim 30, wherein the at 



numbers of the at l e ast on e documon t respective documents . 
38. (Currently amended) A system, implemented on at least one computer, for 
managing a plurality of attributes in association with a plurality of electronic documents 
and a plurality of attribute types, where an attribute type can have a plurality of attributes. 
the attributes amd the attribute types a Te ordered in a tree-structure hierarchy, a document 
can be assigned a plurality of attribute t ypes at a same.and/or different level in the 
hierarchy, a document can be assig ned a plurality of attributes for one attribute type, the 
documents are stored in a first data st orage, the attributes are stored in a second data 




^respective references correspond to the serial m t mbcr 
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storage, and the first data storage and the second data storage are logically separate and 
different said system comprising: 

(A) means, in the at least one computer, for providing a group of a plurality of 
documents including at least one document: 

(B) means, in the at least one computer, for providing at lonat one attribute 
tvpo. having n plurality of attribtitofl including at least ono attributc selectine a plurality of 
attributes to be associated with the at least one document : and 

moons, in the at least ono computer,, for providing at loaot one document} 

(C) means, in the at least one computet, for each of the selected attributes, f or 
associating a utomatically tagging, in the first data storage, the documents in the group 
Including t he at least one document^ with tho at least ono e ach selected attribute and with 
all attributes of all ancestors in the hierarchy of each selected attribut e , and dotormintng 
at loaat one referenc e corresponding to tho at l e ast ono document; (D) moano, in the at 
least ono computer, for - oooooiatirig at loaot ono othor document with tho at loaot one 
attribut e and d e termining at loaat on e other ref e r e nce oorreoponding to tho at loast o ne 
other document ; and (B) meanm in the at leant ono computer, for storin g, in the second 
data storage, respective references tho at leaat on e r e ference and tho at loaot on e other 
rcferenoe in association with tho at least ono e ach selected a ttribut e and the ancestor 
attributes , for later retrieval of at least ono of th e at loaot one document and the at loaot 
one othor dooumen t individual documents in the group, the respective references imiouelv 
indicating respective individual documents in the first data storage: 

wherein the at least one document and the at least one other document are 
representative of at least one of: an invention disclosure document, a patent document, a 
trademark document, a copyright document, a product description document, a contract 
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document, a license document, a sui generis protection document, a design registration 
document, a trade secret document, and an opinion document^ 

wherein a document is a data record including a plurality of fields, 

wherein the attribute and th e attribute tvne can be different from the fields in the 

document and contents of the fields . 

39. (Currently amended) The system of claim 38, farther comprising m e ans, in th e at 
l e ast on e compu ter, for dotermini ft frwherein the means for providing the group of 
documents includes selecting the docu m ents included in % at \onnt one- group of 
documents responsive to a use r, the group including the at least on e doeument,-whoftMft 
the group of dooumonto omita a lopood document 

40. (Currently amended) The system of claim 38, further comprising means, in the at 
least one computer, for searching the second data storage for th e at least one 
documcntdocufpents based on criteria including at least one of the at leaot one 
attributc attributes and tho at least one a corresponding attribute type , and using the 
respective references in the second dat a storage to locate the documents in the first data 
storage , 

4 1 . (Currently amended) The system of claim 38, wherein the at least on e attribute is 

4 

attributes are selected from a plurality of attribute types representative of at least one of: a 
product and a service. 
. 42. (Canceled) 

43. (Currently amended) The system of claim 38, further comprising utilizing the at 
loaat ono attributc attributes as criteria for at least one of searching, retrieving, reporting, 
and viewing the at least one document. 
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44. (Currently amended) The meflw4-§y3tern_of claim 43, wherein the ot least ono 
att ribute ioatftjbutes are utilized in combination wit h at looat one of : (i) the at least one 
attribute typetypes, (ii) at least one sub-type of the at least one attribute type, (in) a 
content of at least one field in the at least one document; (iv) a type of at least one field in 
the at least one document; and (vi) information derived from the at least one field in the 
at least one document. 

45. (Currently amended) The system of claim 38, wherein the nt least ono roforonc o 
oorroopondsrespective references correspond to the serial flBBabef -numbers of die at least 
ono documontrespective documen ts. 



14 

PAGE 15124 * RCVD AT M20O7 3:50:06 PM [Eastern Standard Time) 1 SVfcUSPTOffXRF-3119 1 DNtS:2736500 ' CSB):70370791 12 ' DURATI0H (mm-ss):07-02 



02/08/2007 15:46 ' 7037079112 POSZ LAW GROUP PAGE 

ScrialNo. 10/725,531 Attomey o^aUo. I13708.l30t.SI 

REMARKS 

The applicant acknowledges and appreciates receiving signed copies of the forms PTO 
1 449 which have been filed in this application. 

Claims 1-13, 15, 16, 18-25, 27-33, 35-41, and 43-45 are pending. Claims 14, 17, 26, 34, 
and 42 are deleted. The applicant respectfully requests reconsideration and allowance of this 
application in view of the above amendments and the following remarks. 

Claim 44 is objected to. By way of the above amendment, claim 44 is amended to recite 
a "system" rather than a "method." Withdrawal of the objection is respectfully requested. 

Claims 1-45 were rejected under 35 USC 102(e) as being anticipated by U.S. Patent No. 
6,556,992, Bamey et al. ("Barney"). Independent claims 1, 22, 30 and 38 are amended. Support 
for the amendments is located in the specification as filed, for example, claim 17; page 51, lines 
17-19; page 52, lines 4-6; page 53, lines 3-4, 18-21; page 54, lines 16-20; page 55, lines 5-6; 
page 57, lines 7-8, 16-22; FIO 16; and FIG. 24-26. Insofer as the rejection may be applied to the 
claims as amended, the applicant respectfiilly requests that this rejection be withdrawn for 
reasons including the following, which are provided by way of example. 

The application recognizes that personnel may wish to "label attributes of various 
intellectual properties and related documents of a company, its partners, and/or competitors, 
and/or to manage the attributes, to utilize attributes in filtering intellectual property documents." 
(Page 4, lines 9-12.) 

Independent claim 1 is directed to a method for "managing a plurality of attributes in 
association with a plurality of electronic documents and a plurality of attribute types, 
implemented by a computer system , where .an attribute type can have a plurality of attributes, the 
attributes and the attribute types are ordered in a tree-structure hierarchy, a document can be 
15 
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assigned a plurality of attribute types at a same and/or different level- in the hierarchy, a 
document can be assigned a plurality of attributes for one attribute type, the documents are stored 
in a first data storage, the attributes are stored in a second data storage, and the first data storage 
and the second data storage are logically separate and different. Claim 1 recites in combination, 
for example, "(A) providing a group of a plurality of documents including at least one document; 
(B) selecting a plurality of attributes to be associated with the at least one document; and (C) for 
each of the selected attributes, automatically tagging, in the first data storage, the documents in 
the group including the at least one document, with each selected attribute and with all attributes 
of all ancestors in the hierarchy of each selected attribute; and storing, in the second data storage, 
respective references in association with each selected attribute and the ancestor attributes, for 
later retrieval of individual documents in the group, the respective references uniquely indicating 
respective individual documents in the first data storage, wherein a document is a data record 
including a plurality of fields, wherein the attribute and the attribute type can be different from 
the fields in the document and contents of the fields." (See also independent claim 22 (a method 
for managing a plurality of attributes), claim 30 (a computer program product) and claim 38(a 
system).) 

Thereby, the method and system can provide that "all of the attributes that otherwise 
would have been selected in a step-by-step manner may be assigned simultaneously and 
automatically by tagging the intellectual property document or file with, not only the selected 
attribute(s), but all of the other attributes that are at a level higher than the selected attributes." 
(E.g., specification page 58, lines 1-5.) 

On the other hand, without conceding that Barney discloses any feature of the present 

invention, Barney is directed to a statistical-based rating method and system for assessing the 

relati ve breadth, defcnsibility, and commercial relevance of intellectual property assets. (Co. 5, 
16 
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lines 56-62.) For example, Barney can generate relative ratings or rankings by comparing a first 
population of patents to a second population of patents to identify prevalent characteristics, 
which can be used to predict a desired value or quality or future event in patent or group of 
patents. (Col. 6, lines 2-23.) 

The office action asserts that Barney anticipates the invention as claimed To the 
contrary, Barney fails to set forth each and every element found in the claims. "A claim is 
anticipated only if each and every element as set forth in the claim is, found, either expressly or 
inherently described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co. of 
California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). "The identical invention 
must be shown in as complete detail as is contained in the „. claim." Richardson v. Suzuki Motor 
Co., 868 F.2d 1226, 1236, 9 USPQ2d 1 913, 1920 (Fed. Cir. 1989). the elements must be 
arranged as required by the claim. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). 
Examples of elements which Barney fails to teach or suggest are discussed below. 

Barney fails to teacb or suggest, for example, "for each of the selected attributes, 

automatically tagging, in the first data storage, the documents in the grouping ... with each 

selected attribute and with all attributes of all ancestors in the hierarchy of each selected 

attribute." (See, e.g., claims 1, 22, 30, and 38.) Note that "the attributes and the attribute types 

are ordered in a tree-structure hierarchy," "a document can be assigned a plurality of attribute 

types at a same and/or different level in the hierarchy," "a document can be assigned a plurality 

of attributes for one attribute type " and 'the document are stored in a first data storage, the 

attributes are stored in a second data storage, and the first data storage and the second data 

storage are logically separate and different" To the contrary, Barneyxannot automatically tag 

the documents with an attribute. Barney fails to teach or suggest a hierarchy of attributes and 

attribute types and hence cannot tag with an attribute as recited. In addition, Barney does not 
17 
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provide for tagging the documents with attributes of ancestors as recited, in part because Barney 
docs not teach a tree structure of attributes involving ancestors. Furthermore, Barney fails to 
teach or suggest tagging i4 the documents in the grouping" with either the attribute or the 
attribute's ancestors. It appears that the examiner considers the attribute to be a royalty rate, 
premium or incremental cost, economic life, cost and availability and quality. Even if such can 
teach an attribute, it fails to teach or suggest the desirability of tagging a group of patents with 
the same plurality of attributes. 

As another example, Barney fails to teach or suggest both "tagging, in the first data 
storage, the documents in the group . . . with all attributes. . and "storing, in the second data 
storage, respective references with each selected attribute and the ancestor attributes, . . . the 
respective references uniquely indicating respective individual documents in the first data 
storage." It appears that the examiner considers the reference to be either generally descriptive 
product patent information or a numerical, rating or ranking of a patent. Barney's descriptive 
information, metrics, or rating or ranking is not stored with each selected attribute and the 
ancestor attributes. Moreover, Barney's descriptive information, metrics, or rating or ranking 
cannot be used to retrieve the document because it does not uniquely indicate individual 
documents in the first data storage. 

Insofar as the inheritance of attributes to ancestors, the examiner argues that Barney 

discloses that "the at least one attribute type inherits the at least one attribute responsive to an 

association of the at least one second attribute with the at least one document." (Claim 17, now 

incorporated into claim 1.) The office action considers the following sections of Barney to be 

particularly relevant: col. 19, lines 35-43; col. 18, lines 60-65; and col. 10, lines 50-62. These 

sections of Barney, as well as the rest of Barney, have been closely reviewed, and there is no 

discussion of anything resembling inheritance caused by associating an attribute with a sub- 
18 
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attribute type. It is particularly unclear in the office action what the examiner considers to be a 
sub-attribute type, since the cited portions of Barney merely discuss estimating the probability of 
any given patent being litigated, and the two populations of patents. 

With respect to the storage of the documents (originally recited in claim 14), there is a 
typographical error in the citation to Barney (i.e., "col. 4, lines 58-col. 4, line 13"). The 
discussion of "Market Approach" and "Income Approach" in the vicinity of the citation has 
nothing to do with storage of documents in a computer system. The examiner is respectfully 
requested to clarify. In any event, Barney fails to teach or suggest the first data storage and 
second data storage which are logically separate and different. 

Furthermore, the portion of Barney cited as teaching a document (i.e., col. 10, lines 63- 
66) fails to teach or suggest that the "document is a data record includin g a plurality of fields" 
which is tagged with the attributes and ancestor attributes. To the contrary, Barney discusses for 
example plugging characteristics of a patent into a regression model," which then outputs a score. 
(Col. 14, lines 59-60.) 

Further with regard to independent claim 30 (and its dependent claims), the office action 
failed to address where Barney speci fically teaches any of the recited "instructions, provided on 
the at least one computer readable medium," The office action appears to cite observations as 
teaching the recited instructions. For example, Barney Col. 10, lines 55-62 is cited as teaching 
instructions on a computer readable medium for providing an attribute type. To the contrary, this 
portion of Barney discusses "the fundamental observation that not all intellectual property assets 
are created equal" for reasons including cost consumers arc willing to pay, economic life of the 
technology, cost and availability of substitutes, and quality of underlying patent. 
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Furthermore, the rejection of claims 30-37 under 35 USC 102(e) is procedurally invalid. 
The office action simply states that "the limitations of claim 30-37 have mentioned [sic] in the 
rejection of claims 22-29 above. They are, therefore, rejected under the same rationale." To the 
contrary, the office action has completely failed to address where Barney teaches the computer 
program product comprising the "at least one computer readable medium" and the various 
recited "instructions, provided on the at least one computer readable medium." Because the 
office action fails to indicate where Barney teaches the computer program product and the 
various instructions, the rejection of claims 30-37 under 35 USC 102(e) is improper. 

Barney fails to teach or suggesVfor example, these elements recited in independent 
claims 1 , 22, 30 and 38. It is respectfully submitted therefore that claims 1 , 22, 30 and 38 are 
patentable over Barney. 

For at least these reasons, the combination of features recited in independent claims U 22, 
30 and 38, when interpreted as a whole, is submitted to patentably distinguish over the prior art. 
In addition, Barney clearly fails to show other recited elements as well. 

With respect to the rejected dependent claims, applicant respectfully submits that these 
claims are allowable not only by virtue of their dependency from independent claims 1, 22, 30 
and 38, but also because of additional features they recite in combination. 

For example, claim 3 recites that "the documents are sorted for visual presentation by: at 
least one field therein, and at least one attribute, wherein the at least one field is different from 
the attribute." Barney fails to teach any such visual presentation of documents. Claim 3 is 
therefore patentable over the references for this additional reason. 

Also, claim 7 recites "searching the second data storage for documents based on criteria 
including at least one of the attributes and a corresponding attribute type, and using the 
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respective references in the second data storage to locate the documents in the first data storage." 
(See also claims 24, 32, and 40.) The examiner cites the portion of Barney discussing the 
"fundamental observation that not all intellectual property assets are created equaT as teaching 
the searching. To the contrary, Barney fails to teach or suggest a search of any data storage for 
documents based on criteria, let alone searching the second data storage which stores the 
attributes, or that the respective references (stored in the second data storage) are used to locate 
documents in the first data storage. Accordingly, claims 7, 24, 32 and 40 are patentable over the 
references for this additional reason. 

Claim 8, which depends from claim 7, further recites "retrieving the documents in the 
first data storage based on the respective references." The office action cites a portion of Barney 
discussion a patent marking database with URL to allow users to "hot-link directly to a third- 
party web page for each corresponding product and/or associated product manufacturer" as 
teaching this. This is clearly completely insufficient with regard to the original or amended 
language of claim 8, for example because the office action has not alleged with respect to claim 1 
that the third party web page constitutes the documents which have been stored. 

As another example, claim 18 recites "exporting the tree structure hierarchy including the 
attributes and the attribute types." Barney fails to teach or suggest that the attributes and 
attribute types can be ordered in a tree structure hierarchy. Accordingly, Barney further fails to 
teach or suggest exporting such a hierarchy. Claim 1 8 is therefore patentable over the references 
for this additional reason. 

Applicants respectfully submit that, as described above, the cited prior art does not show 
. or suggest the combination of features recited in the claims. Applicants do not concede that the 
cited prior art shows any of the elements recited in the claims. However, applicants have 
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provided specific examples of elements in the claims that arc clearly not present in the cited prior 
art. 

Applicants strongly emphasize that one reviewing the prosecution history should not 
interpret any of the examples applicant has described herein in connection with distinguishing 
over the prior art as limiting to those specific features in isolation. Rather, for the sake of 
simplicity, applicants have provided examples of why the claims described above are 
distinguishable over the cited prior art. 

Support for the amendments to the dependent claims is located in the application, for 
example, page 55, lines 17-20, page 59, lines M2, page 54, lines 1 1-15, and the portions of the 
application mentioned in connection with the amendments to the independent claims. 

In view of the foregoing, the applicant submits that this application is in condition for 
allowance. A timely notice to that effect is respectfully requested. If questions relating to 
patentability remain, the examiner is invited to contact the undersigned by telephone. 

If there are any problems with the payment of fees, please charge any underpayments and 
credit any overpayments to Deposit Account No. 50-1 147. 

Respectfully submitted-^*'""") 



Cymnia K. Nicholson 
Reg. No. 36,880 

Posz Law Group, PLC 

12040 South Lakes Drive, Suite 101 

Reston,VA 20191 

Phone 703-707-91 10 

Fax 703-707-9112 

Customer No. 23400 
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